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Although pharmaceutical counterfeiting
has not, historically, been a problem of
significant magnitude in Canada, with
counterfeit health products on the rise
globally, fraudulent drugs are increasingly
showing up in Canada’s supply chain, not
only through unregulated Internet sites,
but also through legitimate licensed
pharmacies. For example, in August of
2015, US government prosecutors
indicted online Canadian pharmacy
Canada Drugs Ltd. on an array of charges,
including the sale of counterfeit versions
of the cancer drug Avastin to doctors
across the United States.  

Until recently, Canada did not have an
effective regime for enforcement against
counterfeit pharmaceuticals and other
counterfeit goods.  However, Canada’s
anti-counterfeit regime recently received a
significant overhaul with the coming into
force of Bill C-8, the Combatting
Counterfeit Products Act (the CCPA). The
CCPA, which was part of a broader set of
significant amendments to Canadian
copyright and trade mark laws, introduced
a number of sweeping changes aimed at
providing trade mark and copyright
owners with new ammunition to challenge
counterfeit goods.

New Civil Causes of Action and
Criminal Sanctions

Among the changes introduced to the
Trade Marks Act by the CCPA is an
expanded definition of infringement, as
well as an express statutory prohibition
against the unauthorized importation and
exportation of goods bearing a trade mark
that is “identical to, or…cannot be
distinguished in its essential aspects from”
a registered trade mark. New criminal
sanctions relating to registered marks
were also added, making the sale,
distribution, possession, importation or
exportation of counterfeit goods a
criminal offence subject to substantial fines
and/or possible jail time.  

New Border Provisions

As a corollary to the express prohibitions
against importation and exportation of
counterfeit goods, Canadian customs
officers have been granted expanded
powers of search, seizure and detention.
An IP rights holder – that is, a registered
copyright or trade mark owner – may
obtain targeted assistance from the
Canada Border Services Agency (CBSA)
by filing a “Request for Assistance” which
sets out its trade mark rights (and/or
copyrights) and requests border officials
to detain commercial shipments suspected
of containing counterfeit goods. If

suspected counterfeit goods are
discovered, customs officers are permitted
to temporarily detain the goods for a
period of five days, in the case of
perishable items, and ten working days for
non-perishable items, and to exchange
information about the items detained with
the IP rights holder. To extend the
detention period, the rights holder will
need to bring a court action to enforce
Bill C-8’s prohibitions on counterfeit
goods bearing a registered trade mark
(and/or pirated works that infringe
copyright), and provide notice of the court
action to the Minister before the
detention period expires. 

Border officers also have the ability to
provide registered copyright and trade
mark owners with samples of the detained
goods for inspection, as well as other
identifying information about the goods to
assist the registered owner in deciding
whether to initiate legal proceedings
against the importer or source. 

Best Practices for Brand Owners

Since most of the new enforcement
mechanisms apply exclusively to registered
trade marks, brand owners, particularly
brand owners whose goods are subject to
counterfeiting, such as pharmaceuticals,
should carefully review their trade mark
portfolios to ensure that they have the
necessary trade mark registrations in
place to enable them to take advantage of
the new regime, both in terms of the
marks protected, as well as the scope of
the goods protected.  Brand owners
should also give consideration to
proactively filing RFA forms with the
CBSA, particularly given that there is no
cost to do so (although the cost of
storage of any goods seized or detained
will eventually be borne by the registered
owner). Finally, since a registered owner is
only provided a short window of time in
which to consider the detention and
whether to initiate legal proceedings, any
rights holder who files an RFA should have
established procedures in place for
reviewing detained goods quickly and
deciding what, if any, action to take.

Chile
Bernardita Torres Arrau, Porzio,
Ríos & Asociados

After five years of negotiations, Chile has
joined the Trans Pacific Partnership
Agreement (TPP).

The Intellectual Property Chapter of the
TPP includes new obligations for the
subscribing parties, which will have to be
harmonized with the local rules currently
in force.

For example, article 18.22 of the TPP
establishes that “No Party shall require as
a condition for determining that a trade

mark is well-known that the trade mark
has been registered in the Party or in
another jurisdiction, included on a list of
well-known trade marks, or given prior
recognition as a well-known trade mark”.

However, article 20 letter (g) of the
Chilean Industrial Property Law
establishes that “may not be registered as
marks (…) identical marks or marks that
graphically or phonetically so resemble
one another as to be confused with other
marks registered abroad for the same
products (…), insofar as the latter marks
enjoy fame and renown in the relevant
segment of the public that usually
consumes or seeks out those products
(…) in the country of origin of the
registration”.

Therefore, according to the TPP a well-
known mark would have to be recognized
and protected in Chile, even if it has not
been registered abroad. Nevertheless, up
to this date the Trade Mark Office has
only has rejected new applications on the
basis of foreign well-known marks, if
during the opposition proceedings it has
been proved that the foreign mark is
registered at least in its country of origin,
being at the same time famous and
notorious among consumers.

Once the TPP comes into force, the
Chilean Trade mark Office will have to
adapt the procedure of recognition of
well-known marks in order to comply
with article 18.22 of the Agreement.

India
Ms. Samta Mehra, Remfry & Sagar

Trade marks concerning medicinal and
pharmaceutical preparations usually
undergo strict examination, and their
similarity to prior marks is adjudged
keeping in mind the doctrine of dangerous
consequences. While disparity in goods is
usually considered a valuable defence to
objections on relative grounds, this
argument is rendered challenging
vis-à-vis pharmaceutical/medicinal goods
given the consequences involved and a
consumer driven perspective unwilling to
compromise on adverse effects. It also
means precedents differentiating between
medicinal and pharmaceutical preparations
are scarce. In this context, the Bombay
High Court’s June 2015 verdict in
Indchemie Health Specialities Pvt. Ltd v
Intas Pharmaceuticals Ltd. is a significant
one.

The plaintiff, Indchemie Health
Specialities Pvt. Ltd., manufactured
pharmaceutical preparations treating
iron deficiency and had been selling
their product under the mark Cheri
since 1987. On learning of the
defendant’s (Intas Pharmaceuticals
Ltd.) use of Multi Cherry (since 2012)
for multivitamin supplements, the 
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Seeking relief by summary judgment
before the Trademark Trial and Appeal
Board (TTAB) of the United States Patent
and Trademark Office is difficult in the
best case, and even more so when the
issues are not clear-cut.  The case of
Allergan, Inc. v Gems Style Inc., Opp. No.
91241842, 2019 WL 5294892 (TTAB Oct.
17, 2019)(non-precedential), demonstrates
this point. 

Allergan, owner of the registered BOTOX
mark for its well-known pharmaceutical
preparations, moved for partial summary
judgment on likelihood of confusion
grounds against Gems Style's use-based
application to register GS GEMS STYLE
HAIR BOTOX for a variety of non-
medicated hair care treatments - with
'style hair botox' disclaimed. The TTAB
noted that 'summary judgment is an
appropriate method of disposing of cases
in which there is no genuine dispute as to
any material fact, thus allowing the case to

be resolved as a matter of law.' (citing Fed.
R. Civ. P. 56(a)).  Gems Style had admitted
in the pleadings that BOTOX was a
famous mark.  Consequently, the TTAB
noted that Allergan's BOTOX mark 'is
entitled to a broad scope of protection,
and the admitted fame of the mark is a
dominant consideration in balancing the
DuPont factors.'

To establish likelihood of confusion under
the standard DuPont factors, Allergan
asserted consumers would perceive the
goods as coming from the same or related
sources. To bolster its position, Allergan
relied on the prosecution history of an
earlier unsuccessful application by Gems
Style to register BOTOX standing alone, in
which the Examining Attorney found that
the parties' goods may be perceived as
emanating from a single source.  The TTAB
rejected this evidence, remarking that a
prior Examining Attorney's decision was
not binding.  The TTAB did not even refer

to Gems Style's earlier application to
register BOTOX on its own as suggesting
a bad-faith intent to target Allergan's
mark.  Gems Style offered no clear
explanation as to why it needed to
reference BOTOX in the first place, or the
rationale for its disclaimer of 'style hair
botox'.  

Allergan also offered evidence of some
overlap in trade channels, as approximately
20 medical spas purportedly offer both
hair-related goods and services and
BOTOX treatments.  Gems Style
responded that Allergan did not show that
enough medical spas offered both types of
goods, that Internet evidence showed
Allergan's goods to be 'expensive and
purchased by sophisticated Certified
Physicians at Certified Aesthetic Clinics,'
and that the visual differences between
the marks were significant.  

Continued on Page 3  

Christmas is the time for sending
greetings cards to friends around the
globe, both old-fashioned ones with
envelopes and more eco-friendly
e-cards. So what is friendship and why
do we continue this tradition ?

Facebook® has brought its own brand
of friendship to the forefront of our lives

where a click can be enough to feel that someone is responding
to our thoughts and mood.  Explaining to my teenage son that in
order to meet up with a long-distance friend when I was his age,
we had to plan ahead, send a letter, wait for the reply and hope
that our plans would not have changed in the meantime was met
with a look that made me feel I had fallen in from the Ice Age.
And yet good friendship is built on patience, the understanding of

the needs of others and a resolve that distance will not adversely
affect the relationship.

The French 16th century writer Michel de Montaigne wrote ‘I
love a friendship that flatters itself in the sharpness and vigour of
its communications’ and I am tempted to tweet this quote to all
NATO leaders as they prepare to celebrate the 70th anniversary
of the organisation.  International organisations need to evolve as
events and circumstances put such friendship to the test of time.
Thankfully, PTMG has managed such an evolution over 50 years
and it is heart-warming to review past editions of LL&P and note
how many times Profile candidates refer to the importance of
friendship among the members of our Group.

Here's hoping that friendship is at the heart of your festive
season!

Vanessa
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A comma can kill, it is said, or save a life.
In the matter of life and death of an
opposition, proof of use for some of the
earlier marks depended on the General
Court’s interpretation of the specification
of goods – and the importance of
punctuation.

Background

AxiCorp had obtained an international
registration designating the EU for the
word mark AXICORP ALLIANCE and
covering the goods 'pharmaceutical
preparations' in Class 5, among other
goods and services. Alliance
Pharmaceuticals filed an opposition based
on, inter alia, likelihood of confusion with
the earlier EUTM registration for
ALLIANCE, covering the following goods
in Class 5: 'Pharmaceutical preparations
but not including infants’ and invalids’
foods and chemical preparations for
pharmaceutical purposes.' The EUIPO
rejected the opposition on the grounds of
lack of evidence of genuine use. The Board
of Appeal concluded that the Opposition
Division had correctly interpreted the
specification strictly, as excluding chemical
preparations for pharmaceutical purposes.
Even if it were to be considered that the
specification included certain
pharmaceuticals of herbal origin, the
applicant had not shown that the mark
ALLIANCE had been used for such
pharmaceuticals, given that the evidence of
use submitted referred exclusively to
synthetic components.

Decision

The General Court annuls the decision in
so far as the Board of Appeal dismissed
the appeal for lack of evidence of genuine
use. The Court states that the wording of
the specification in English, the language in
which the earlier EUTM was filed, might
give rise to two possible literal
interpretations: In the absence of
punctuation or additional information, one
possible literal meaning of the specification
suggested that both 'infants’ and invalids’
foods' and 'chemical preparations for
pharmaceutical purposes' were covered by
the restriction 'but not including'.
However, another possible literal
interpretation did not exclude 'chemical
preparations for pharmaceutical purposes'
from the specification. The Court finds
that, in the context of determining the
extent of the protection of an earlier

EUTM and assessing the evidence of
genuine use of that mark, if two possible
literal interpretations of the specification
of that mark exist, but one of them would
lead to an absurd result as regards the
extent of the protection of the mark, such
difficulty must be resolved by opting for
the most plausible and predictable
interpretation of that specification. The
Court holds that it would be absurd to
adopt an interpretation of the
specification which would have the effect
of excluding all of the applicant’s goods,
leaving only goods in respect of which it
has not sought trade mark protection as
goods protected by the earlier EUTM. In
view of these considerations, the EUIPO
had incorrectly interpreted the
specification.

Comment

Can punctuation or its absence kill? Sir
Roger Casement claimed that he was
being hanged on a comma, but that may
be a myth. In the famous example, 'Let’s
eat Grandma', it would be absurd indeed
to assume that a comma or rather its
absence marked the difference between
good children and cannibals. And yet, the
sentence has often been used as a lesson
on how to be clear and precise. Clarity
and precision is required of a trade mark
applicant when identifying the goods and
services for which the protection of the
mark is sought, to enable others to
determine the extent of the protection on
that basis alone. That burden was on the
trade mark applicant even before the
current Article 33(2) EUTMR entered into
force. In the case decided by the General
Court, one might question whether it
would lead to a nonsensical result if
'chemical preparations for pharmaceutical
purposes' were meant to be excluded
from the goods 'pharmaceutical
preparations', and whether the authorities
or third parties are able to establish the
trade mark proprietor’s intention on the
sole basis of the identification of the
goods.

INDIA

Radha Khera & Samta Mehra,
Remfry & Sagar

In October 2019, the High Court of Delhi
in the case of Glaxo SmithKline
Pharmaceuticals Ltd. and Ors. v Naval
Kishore Goyal and Ors. once again
adjudicated on 'deceptive similarity of
trademarks'.

The marks in question were ZENTEL and
FENTEL- both for pharmaceutical
preparations.  Glaxo Smithkline

Pharmaceuticals Ltd. (GSK), together and
through their subsidiaries and affiliates
worldwide is engaged in the business of
manufacturing and marketing a wide range
of pharmaceutical, medicinal and health
care products. ZENTEL is one of its
brands of medicine for de-worming
purposes in human beings and stands
registered in India since 14 May 1980 and
has been used in India since 1986. 

In March 2003, on learning of a similar
product FENTEL, being manufactured and
sold by the Defendants for identical
goods, GSK filed a suit against them. The
suit was first listed in July 2003 wherein
the Court granted ex-parte injunction in
favour of GSK and restrained the
defendants from manufacturing, selling or
offering for sale pharmaceutical
preparations under the trade mark
FENTEL or any other similar mark.
Thereafter, the said injunction was
confirmed in September 2004. Proceedings
in the main suit progressed and on the
basis of the pleadings, issues were framed.
The main issues to be decided were a)
whether the use of the mark FENTEL by
the defendants amounts to infringement of
plaintiffs registered trademark ZENTEL
and b) whether the suit was liable to be
dismissed on the ground of delay, laches
and estoppel.  

The Defendants’ contention was that their
product FENTEL had been introduced in
1998 and had acquired substantial
reputation in the market. They claimed
that the word FENTEL had been derived
from the name of their company, nature of
disease and the drug Albendazole – F from
FAITH, which was part of the company’s
trading style, ENT obtained from the
Greek word enterikos which meant
intestines and EL from the name of the
drug. They further contended that the
mark was being publicized and promoted
alongside the ZENTEL products for
several years and that the Plaintiffs had
not raised a timely objection on use of
their mark. Thus, on grounds of delay,
latches and estoppel, the Defendant
argued that plaintiffs were not entitled to
the relief of injunction.

Addressing the issues raised in the Suit,
the Court highlighted the dictum by
Supreme Court in the case of F. Hoffman
La Roche v Geofferey Manners wherein it
was held that the marks have to be
compared from the point of view of an
average person of imperfect recollection
and meticulous comparison of the words
side by side is not to be made. The true
test to determine deceptive similarity is
whether the totality of proposed marks is
such that it is likely to cause confusion or 
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mistake in the minds of persons
accustomed to the existing trade mark.
Stress has to be laid on common features
rather than on differences in essential
features. Bearing this in mind, the Court in
this case held that the marks ZENTEL and
FENTEL were overwhelmingly similar
visually, structurally and phonetically. The
Court further considered that both drugs
were being used for treatment of the
same condition and while these drugs
were to be sold on prescription by a
medical practitioner, mistakes could not be
eliminated for deceptively similar trade
marks – either on account of lack of
competency or availability of medicines
across the counter which is not
improbable in a country like India. The
court also observed that the adoption of
the said mark by the defendants is not
honest and the explanation given for
adoption is downright imaginative and far-
fetched and only to confuse the court.  

The Court also touched on the aspect of
laches and stated that mere inaction on
the part of the plaintiff did not preclude
them from suing for infringement. It stated
that in order to claim the defence of
acquiescence, there should be a tacit or an
express assent by the plaintiffs to the
defendants using the mark in a way
encouraging the defendants to continue
the business. 

In light thereof, it was confirmed that the
use of the mark FENTEL by the defendant
amounts to infringement of the plaintiffs
registered mark ZENTEL and a decree of
permanent injunction was passed in favour
of the plaintiffs. Also, based on the facts
and the law, the contention of defendants
on delay and acquiescence was rejected.
However, nominal damages were granted
in the matter as the Court believed there
was no basis to award damages solely on
the assumptive sale of products. It stated
that the Plaintiffs failed to prove actual
damages and only costs to the tune of
USD $4,200 were granted. 

The case once again highlights the concept
of deceptive similarity of trade marks and
the need for a stricter scrutiny required
for pharmaceutical, medicinal and health
care related products. It is only fair that
extra caution be exercised whilst dealing
with products concerning human health. 

SERBIA

Gordana Pavlovic, Cabinet Pavlovic,
Brussels and Belgrade

The Patent and Trade Mark Office has
prepared a draft Trade Mark Law which
aims to further harmonise the Serbian

trade mark legislation with that of the
European Union (in particular the
Harmonisation Directive 2015/2436 and
the Enforcement Directive 2004/48). The
draft was approved by the Government
and sent to the Parliament for debate.
Below is the summary of the main
provisions of the proposed Law.

On the positive side, the proposed law re-
introduces a provision stating that a trade
mark owner can prohibit not only the
import and export of infringing goods, but
also their transit through Serbia. In the
past, the Serbian trade mark legislation
provided for the protection of trade
marks against goods in transit but,
following changes in the European
legislation, such protection was removed
from the Serbian legislation. The re-
introduction of this provision is a
welcome move.

On the negative side, the proposed law
replaces national exhaustion by
international exhaustion. This is a result of
extensive lobbying against national
exhaustion on the grounds that it distorts
competition and results in higher prices
for end consumers. In the first draft, the
Serbian IP Office had proposed the
principle of European exhaustion, but the
idea was later abandoned since Serbia is
not yet a member of the European Union.
The proposed Trade Mark Law provides
for international exhaustion, which will be
replaced by European exhaustion when
Serbia joins the European Union. 

The proposed Trade Mark law also
introduces opposition proceedings, in
combination with ex officio examination
on absolute and relative grounds - the
latter being the system that the Serbian IP
Office has followed for years. This means
that trade mark applications will first be
examined on absolute and relative
grounds and, if found suitable for
registration, they will be published in the
Intellectual Property Gazette for
opposition purposes. The Serbian IP Office
claims that keeping a system of ex officio
examination on relative grounds minimises
the instances of consumer confusion,
which may occur because small and
medium-sized companies often do not
have the resources to monitor the Serbian
register and take appropriate steps to
oppose later trade marks.

The deadline for opposition is three
months from publication date. If the
applicant does not respond, the opposition
will be automatically accepted. At the
request of the applicant, the opponent
must submit evidence of use of its earlier

trade mark, otherwise the opposition will
be refused. The proposed law provides for
a cooling-off period of 24 months
maximum.

The decisions of the Serbian IP Office can
be challenged by filing an administrative
lawsuit before the Administrative Court.
The proposed law abandons the possibility
of appealing to the Board of Appeals at
the Ministry of Education, a remedy which
did not work very well in practice. 

Further, the proposed law provides for the
mandatory use of trade marks. Third
parties can challenge a trade mark in case
of unjustified non-use during a period of
five years starting from the registration
date or the date of last use. The novelty is
that, in case of cancellation for non-use,
the trade mark will cease to be valid on
the date of filing of the non-use
cancellation action. In the past, trade
marks ceased to be valid on the date of
expiry of the five-year period (from the
registration date, respectively from the
date of last use). Use of an earlier trade
mark is also required to file an
opposition/invalidation/infringement
action, but only if the trade mark was
registered for longer than five years.

Further, trade mark enforcement has been
improved under the proposed law. The law
features detailed provisions on the
collection of evidence, preliminary
injunctions, the securing of evidence and
the calculation of damages. The statute of
limitation remains three years from the
date on which the trade mark owner
became aware of the infringement and the
identity of the infringer, and five years
from the date of the infringement. The
novelty is that, in case of continuous
infringement, the five-year term is
calculated from the date of the last
infringement, which is a welcome change.
The law also introduces liability for
intermediaries.

The proposed law provides that the new
law will apply to applications filed and
proceedings initiated, after the enactment
of the law.

TURKMENISTAN

PETOSEVIC

A new Law on Trade Marks entered into
force in Turkmenistan on 19 June 2019,
introducing important changes and
clarifying the trade mark registration
procedure.

Trade Mark Definition

The new law defines a trade mark as a
verbal, graphic or 3D designation of any
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Seeking relief by summary judgment
before the Trademark Trial and Appeal
Board (TTAB) of the United States Patent
and Trademark Office is difficult in the
best case, and even more so when the
issues are not clear-cut.  The case of
Allergan, Inc. v Gems Style Inc., Opp. No.
91241842, 2019 WL 5294892 (TTAB Oct.
17, 2019)(non-precedential), demonstrates
this point. 

Allergan, owner of the registered BOTOX
mark for its well-known pharmaceutical
preparations, moved for partial summary
judgment on likelihood of confusion
grounds against Gems Style's use-based
application to register GS GEMS STYLE
HAIR BOTOX for a variety of non-
medicated hair care treatments - with
'style hair botox' disclaimed. The TTAB
noted that 'summary judgment is an
appropriate method of disposing of cases
in which there is no genuine dispute as to
any material fact, thus allowing the case to

be resolved as a matter of law.' (citing Fed.
R. Civ. P. 56(a)).  Gems Style had admitted
in the pleadings that BOTOX was a
famous mark.  Consequently, the TTAB
noted that Allergan's BOTOX mark 'is
entitled to a broad scope of protection,
and the admitted fame of the mark is a
dominant consideration in balancing the
DuPont factors.'

To establish likelihood of confusion under
the standard DuPont factors, Allergan
asserted consumers would perceive the
goods as coming from the same or related
sources. To bolster its position, Allergan
relied on the prosecution history of an
earlier unsuccessful application by Gems
Style to register BOTOX standing alone, in
which the Examining Attorney found that
the parties' goods may be perceived as
emanating from a single source.  The TTAB
rejected this evidence, remarking that a
prior Examining Attorney's decision was
not binding.  The TTAB did not even refer

to Gems Style's earlier application to
register BOTOX on its own as suggesting
a bad-faith intent to target Allergan's
mark.  Gems Style offered no clear
explanation as to why it needed to
reference BOTOX in the first place, or the
rationale for its disclaimer of 'style hair
botox'.  

Allergan also offered evidence of some
overlap in trade channels, as approximately
20 medical spas purportedly offer both
hair-related goods and services and
BOTOX treatments.  Gems Style
responded that Allergan did not show that
enough medical spas offered both types of
goods, that Internet evidence showed
Allergan's goods to be 'expensive and
purchased by sophisticated Certified
Physicians at Certified Aesthetic Clinics,'
and that the visual differences between
the marks were significant.  
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Christmas is the time for sending
greetings cards to friends around the
globe, both old-fashioned ones with
envelopes and more eco-friendly
e-cards. So what is friendship and why
do we continue this tradition ?

Facebook® has brought its own brand
of friendship to the forefront of our lives

where a click can be enough to feel that someone is responding
to our thoughts and mood.  Explaining to my teenage son that in
order to meet up with a long-distance friend when I was his age,
we had to plan ahead, send a letter, wait for the reply and hope
that our plans would not have changed in the meantime was met
with a look that made me feel I had fallen in from the Ice Age.
And yet good friendship is built on patience, the understanding of

the needs of others and a resolve that distance will not adversely
affect the relationship.

The French 16th century writer Michel de Montaigne wrote ‘I
love a friendship that flatters itself in the sharpness and vigour of
its communications’ and I am tempted to tweet this quote to all
NATO leaders as they prepare to celebrate the 70th anniversary
of the organisation.  International organisations need to evolve as
events and circumstances put such friendship to the test of time.
Thankfully, PTMG has managed such an evolution over 50 years
and it is heart-warming to review past editions of LL&P and note
how many times Profile candidates refer to the importance of
friendship among the members of our Group.

Here's hoping that friendship is at the heart of your festive
season!

Vanessa
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mistake in the minds of persons
accustomed to the existing trade mark.
Stress has to be laid on common features
rather than on differences in essential
features. Bearing this in mind, the Court in
this case held that the marks ZENTEL and
FENTEL were overwhelmingly similar
visually, structurally and phonetically. The
Court further considered that both drugs
were being used for treatment of the
same condition and while these drugs
were to be sold on prescription by a
medical practitioner, mistakes could not be
eliminated for deceptively similar trade
marks – either on account of lack of
competency or availability of medicines
across the counter which is not
improbable in a country like India. The
court also observed that the adoption of
the said mark by the defendants is not
honest and the explanation given for
adoption is downright imaginative and far-
fetched and only to confuse the court.  

The Court also touched on the aspect of
laches and stated that mere inaction on
the part of the plaintiff did not preclude
them from suing for infringement. It stated
that in order to claim the defence of
acquiescence, there should be a tacit or an
express assent by the plaintiffs to the
defendants using the mark in a way
encouraging the defendants to continue
the business. 

In light thereof, it was confirmed that the
use of the mark FENTEL by the defendant
amounts to infringement of the plaintiffs
registered mark ZENTEL and a decree of
permanent injunction was passed in favour
of the plaintiffs. Also, based on the facts
and the law, the contention of defendants
on delay and acquiescence was rejected.
However, nominal damages were granted
in the matter as the Court believed there
was no basis to award damages solely on
the assumptive sale of products. It stated
that the Plaintiffs failed to prove actual
damages and only costs to the tune of
USD $4,200 were granted. 

The case once again highlights the concept
of deceptive similarity of trade marks and
the need for a stricter scrutiny required
for pharmaceutical, medicinal and health
care related products. It is only fair that
extra caution be exercised whilst dealing
with products concerning human health. 

SERBIA

Gordana Pavlovic, Cabinet Pavlovic,
Brussels and Belgrade

The Patent and Trade Mark Office has
prepared a draft Trade Mark Law which
aims to further harmonise the Serbian

trade mark legislation with that of the
European Union (in particular the
Harmonisation Directive 2015/2436 and
the Enforcement Directive 2004/48). The
draft was approved by the Government
and sent to the Parliament for debate.
Below is the summary of the main
provisions of the proposed Law.

On the positive side, the proposed law re-
introduces a provision stating that a trade
mark owner can prohibit not only the
import and export of infringing goods, but
also their transit through Serbia. In the
past, the Serbian trade mark legislation
provided for the protection of trade
marks against goods in transit but,
following changes in the European
legislation, such protection was removed
from the Serbian legislation. The re-
introduction of this provision is a
welcome move.

On the negative side, the proposed law
replaces national exhaustion by
international exhaustion. This is a result of
extensive lobbying against national
exhaustion on the grounds that it distorts
competition and results in higher prices
for end consumers. In the first draft, the
Serbian IP Office had proposed the
principle of European exhaustion, but the
idea was later abandoned since Serbia is
not yet a member of the European Union.
The proposed Trade Mark Law provides
for international exhaustion, which will be
replaced by European exhaustion when
Serbia joins the European Union. 

The proposed Trade Mark law also
introduces opposition proceedings, in
combination with ex officio examination
on absolute and relative grounds - the
latter being the system that the Serbian IP
Office has followed for years. This means
that trade mark applications will first be
examined on absolute and relative
grounds and, if found suitable for
registration, they will be published in the
Intellectual Property Gazette for
opposition purposes. The Serbian IP Office
claims that keeping a system of ex officio
examination on relative grounds minimises
the instances of consumer confusion,
which may occur because small and
medium-sized companies often do not
have the resources to monitor the Serbian
register and take appropriate steps to
oppose later trade marks.

The deadline for opposition is three
months from publication date. If the
applicant does not respond, the opposition
will be automatically accepted. At the
request of the applicant, the opponent
must submit evidence of use of its earlier

trade mark, otherwise the opposition will
be refused. The proposed law provides for
a cooling-off period of 24 months
maximum.

The decisions of the Serbian IP Office can
be challenged by filing an administrative
lawsuit before the Administrative Court.
The proposed law abandons the possibility
of appealing to the Board of Appeals at
the Ministry of Education, a remedy which
did not work very well in practice. 

Further, the proposed law provides for the
mandatory use of trade marks. Third
parties can challenge a trade mark in case
of unjustified non-use during a period of
five years starting from the registration
date or the date of last use. The novelty is
that, in case of cancellation for non-use,
the trade mark will cease to be valid on
the date of filing of the non-use
cancellation action. In the past, trade
marks ceased to be valid on the date of
expiry of the five-year period (from the
registration date, respectively from the
date of last use). Use of an earlier trade
mark is also required to file an
opposition/invalidation/infringement
action, but only if the trade mark was
registered for longer than five years.

Further, trade mark enforcement has been
improved under the proposed law. The law
features detailed provisions on the
collection of evidence, preliminary
injunctions, the securing of evidence and
the calculation of damages. The statute of
limitation remains three years from the
date on which the trade mark owner
became aware of the infringement and the
identity of the infringer, and five years
from the date of the infringement. The
novelty is that, in case of continuous
infringement, the five-year term is
calculated from the date of the last
infringement, which is a welcome change.
The law also introduces liability for
intermediaries.

The proposed law provides that the new
law will apply to applications filed and
proceedings initiated, after the enactment
of the law.

TURKMENISTAN

PETOSEVIC

A new Law on Trade Marks entered into
force in Turkmenistan on 19 June 2019,
introducing important changes and
clarifying the trade mark registration
procedure.

Trade Mark Definition

The new law defines a trade mark as a
verbal, graphic or 3D designation of any
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mistake in the minds of persons
accustomed to the existing trade mark.
Stress has to be laid on common features
rather than on differences in essential
features. Bearing this in mind, the Court in
this case held that the marks ZENTEL and
FENTEL were overwhelmingly similar
visually, structurally and phonetically. The
Court further considered that both drugs
were being used for treatment of the
same condition and while these drugs
were to be sold on prescription by a
medical practitioner, mistakes could not be
eliminated for deceptively similar trade
marks – either on account of lack of
competency or availability of medicines
across the counter which is not
improbable in a country like India. The
court also observed that the adoption of
the said mark by the defendants is not
honest and the explanation given for
adoption is downright imaginative and far-
fetched and only to confuse the court.  

The Court also touched on the aspect of
laches and stated that mere inaction on
the part of the plaintiff did not preclude
them from suing for infringement. It stated
that in order to claim the defence of
acquiescence, there should be a tacit or an
express assent by the plaintiffs to the
defendants using the mark in a way
encouraging the defendants to continue
the business. 

In light thereof, it was confirmed that the
use of the mark FENTEL by the defendant
amounts to infringement of the plaintiffs
registered mark ZENTEL and a decree of
permanent injunction was passed in favour
of the plaintiffs. Also, based on the facts
and the law, the contention of defendants
on delay and acquiescence was rejected.
However, nominal damages were granted
in the matter as the Court believed there
was no basis to award damages solely on
the assumptive sale of products. It stated
that the Plaintiffs failed to prove actual
damages and only costs to the tune of
USD $4,200 were granted. 

The case once again highlights the concept
of deceptive similarity of trade marks and
the need for a stricter scrutiny required
for pharmaceutical, medicinal and health
care related products. It is only fair that
extra caution be exercised whilst dealing
with products concerning human health. 

SERBIA

Gordana Pavlovic, Cabinet Pavlovic,
Brussels and Belgrade

The Patent and Trade Mark Office has
prepared a draft Trade Mark Law which
aims to further harmonise the Serbian

trade mark legislation with that of the
European Union (in particular the
Harmonisation Directive 2015/2436 and
the Enforcement Directive 2004/48). The
draft was approved by the Government
and sent to the Parliament for debate.
Below is the summary of the main
provisions of the proposed Law.

On the positive side, the proposed law re-
introduces a provision stating that a trade
mark owner can prohibit not only the
import and export of infringing goods, but
also their transit through Serbia. In the
past, the Serbian trade mark legislation
provided for the protection of trade
marks against goods in transit but,
following changes in the European
legislation, such protection was removed
from the Serbian legislation. The re-
introduction of this provision is a
welcome move.

On the negative side, the proposed law
replaces national exhaustion by
international exhaustion. This is a result of
extensive lobbying against national
exhaustion on the grounds that it distorts
competition and results in higher prices
for end consumers. In the first draft, the
Serbian IP Office had proposed the
principle of European exhaustion, but the
idea was later abandoned since Serbia is
not yet a member of the European Union.
The proposed Trade Mark Law provides
for international exhaustion, which will be
replaced by European exhaustion when
Serbia joins the European Union. 

The proposed Trade Mark law also
introduces opposition proceedings, in
combination with ex officio examination
on absolute and relative grounds - the
latter being the system that the Serbian IP
Office has followed for years. This means
that trade mark applications will first be
examined on absolute and relative
grounds and, if found suitable for
registration, they will be published in the
Intellectual Property Gazette for
opposition purposes. The Serbian IP Office
claims that keeping a system of ex officio
examination on relative grounds minimises
the instances of consumer confusion,
which may occur because small and
medium-sized companies often do not
have the resources to monitor the Serbian
register and take appropriate steps to
oppose later trade marks.

The deadline for opposition is three
months from publication date. If the
applicant does not respond, the opposition
will be automatically accepted. At the
request of the applicant, the opponent
must submit evidence of use of its earlier

trade mark, otherwise the opposition will
be refused. The proposed law provides for
a cooling-off period of 24 months
maximum.

The decisions of the Serbian IP Office can
be challenged by filing an administrative
lawsuit before the Administrative Court.
The proposed law abandons the possibility
of appealing to the Board of Appeals at
the Ministry of Education, a remedy which
did not work very well in practice. 

Further, the proposed law provides for the
mandatory use of trade marks. Third
parties can challenge a trade mark in case
of unjustified non-use during a period of
five years starting from the registration
date or the date of last use. The novelty is
that, in case of cancellation for non-use,
the trade mark will cease to be valid on
the date of filing of the non-use
cancellation action. In the past, trade
marks ceased to be valid on the date of
expiry of the five-year period (from the
registration date, respectively from the
date of last use). Use of an earlier trade
mark is also required to file an
opposition/invalidation/infringement
action, but only if the trade mark was
registered for longer than five years.

Further, trade mark enforcement has been
improved under the proposed law. The law
features detailed provisions on the
collection of evidence, preliminary
injunctions, the securing of evidence and
the calculation of damages. The statute of
limitation remains three years from the
date on which the trade mark owner
became aware of the infringement and the
identity of the infringer, and five years
from the date of the infringement. The
novelty is that, in case of continuous
infringement, the five-year term is
calculated from the date of the last
infringement, which is a welcome change.
The law also introduces liability for
intermediaries.

The proposed law provides that the new
law will apply to applications filed and
proceedings initiated, after the enactment
of the law.

TURKMENISTAN

PETOSEVIC

A new Law on Trade Marks entered into
force in Turkmenistan on 19 June 2019,
introducing important changes and
clarifying the trade mark registration
procedure.

Trade Mark Definition

The new law defines a trade mark as a
verbal, graphic or 3D designation of any
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