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Ity be said that the provision has served its
purpose in the statate inoa low-profile and non-
cantroversial manner Until cecently, it was an
alinost distant country cousin with Tespect to
the celebrated  provision Section 30dY, which
anyone who has an interest in Inidian patent Jaw
wolld irvariably have heard aboul. Much of the
focus and attention on the erstwhile overlooked
provision may be atteibuted Largely duc 1o the
wave of opposition and nfringement proceedings
that flaoded the patent lundscape in India, sl
prisfuct patent regime. This is unsurprisingly duc
tor the fact that non-compliance with Section &
recquirementsisa groundof refusing an application
or revoking & patent. This article endeavours Lo
brielly examine court observations in recent
cases that will influence the way the provision is
mlerpreted compared o the aviginal intent of the
legislature andfor the carrent practice,
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DUTY OF DISCLOSURE

FORM 3
THE PATENTS ACT, 1570
(38 CF 1970
&

THE PATENTS (AMENDMENT} RLILES, Z06
STATEMENT & UMDERTAKING UNDER
SECTION &

[See Section § and Rule 12]

LWe,

hemebyy declare:
[i]._thas 1'We have gt made any application for the
carersanstastiatly the same invertion pside [ndia

OR

i e LWe kawe made Lhie application Ma,
dated alonejaintly
wilk X , made for Lhe samatsubstantially
same amvendicn oppliciion(s] Tos patent I the ather
countrics, the particulars of which are given belaw:

Tiare =l Siaun ol Dt of

Fallication

Applitalias
azplication Ma. ihe
appliznisa

been assigned s

that LWe endenake that up i lue date of grant of the
patent, by the Coetrolier, e would keep ‘him
infonmed i writing,  the details  reganding
sorresponding applieaties for patests fled catside
India within six meaths fom the date of Gling af such
applicalsnn.

Dated s dayaf LB,

|Slgnature of e .-.ppucnnu::‘.nr.wlh:url:bd Agent]

Section § of the Act is reproduced below:

|

s his knowledge such an application is being
proseculed by soie pesson throngh whom be
claimns or by some person deriving title from
bir, b shall ile along with this application for
suhsequently [within the prescribed period as
the Contraller may allow]]-

{al a staternent setting oul detailed particulars of

suwch applicetion; ad

{i an undertaking that [up to the date af grantal
patent i ndial, he would keep the Contralles
informed i writing, from fime b i,
of [detailed parli-:11l:=.rs as required under]
lause () in respect of every other application
relating to ibe same or substantially the
came invention. if any, fled in ooy colntry
autside Tndia subsequently 1o the filing af the
ctaternent refersed Lo in the aforesail clause.
within the prescribed time.

(21 At any time after an applicaticn for patent
is fled in India and till the grant of a patent o
refusal Lo grant of a patent made thereon, the
Controller ey alse reguine the applicant 1o
furnish details, 23 may be described, relating 1o
the processing of the application in & counlry
autside India, and in that even the applicant shall
furmish to the Contraller information awailable to

Tt within sucl: period as may be prescribed”

The corresponding rule [Ruale L2 s ner Jess
important, which defines the time lines and
prescribed form—Tarm 3 {oppasitei— o comply
with the requirement of Section 8.

Gection 3 130a) reguires that the applicant should
along wilh bis application (o subsequently
within the prescribed period of six mooths) e
2 statement setting out detailed particulars ol
applications in other CoLnLries.

Seclion & 1)k reguires that the applicant should
undertake o keep the controller informed i
writing, from time to time, of detailed particulars
as required under clause {a) in respect of
every ather application relating o the same o
substantially the same invention. if any, liled
inn any country ewtside India subsequent o the
filing of the statement referred Lo in clawse (2

Under Section 802} of the act ihe applicant
is under an abligation o [urnish informalion
relating 1o the proseculion {objections with
respect to novelty and patentability, capy af

unambiguously, The phrase ‘same o substantially
the same invention i Section & is <l carly unclear
i its statutory purport. The undertaking in Form
3 abligates the applicant to inferin she contealler
ahout only the details of ‘correspanding
applications. Imterestingly, there 15 00 definition
[z the phrase cor respronding applications’ i the
act. Ty practice and peneral patent knowledge
and understanding, an application is cansidercd
a corresponding application if il has a camiman
privsity claim.

Recent obagrvalion: af the competent courls
T not exactly endorsed the practice prevailing

5o far

The Division Bench f the Delhi High Court in
this case was adjudicating an appeal ifiled oy
[oche) against the judgnent ol o single judge
whereby Lhe request for wrant of an ad inferin
injunctivn to restrain ipla from ma rulacturing,
allering [or sale, selling and exporting the generic
version of Roche's drug “Tarceva was declined.

The High Court observed: “This made the
full disclesure by the plaintills of all the facls
pertaining not enly to the ‘umbrella’ compound
Lt the crystal or other forms af the praduct o

the Controller of Palents nmperative”

a5 will be easily appreciated, an application foor
a hasic compound and & subsequent application
for a crystal form of the conmpond may ot
share the same priorily and the latter applicaticn
mmay e filed years afier the frsy application.
This interprelation may cista cumbersnme and
unfeasible duty om the applicant,

[n this case, the Drelhi High Court vacaled
the interim injunction granted io favour of
Chemtura, clearly influenced by Chemburas
failure to meet 118 abligation under Section &,
bt did clarify that the opicion fnemed at this
pre-Leial stage is privd facte anil is not inrended
10 influgnce either the final sutéome of the suit
or any proceedings involving the partics inoany
ather forem including the Intellectual Property
Appellate Baard {ITATD,

The court made an ohservation on the phrase

Gime o time’ appearing in Section Bi1ibI

pranted claims, e1e.] of the application within six  stating: "The eapressinn 1ime time’ meant @

menths of the date of such cemmunication Lathe  periodicity of furnishing imformation akin o

Sy Where an applicant for a patent under this . L : , .
' Pt k_ pate o patent oifice. The information is to e farnished  updating the Controller on the current sius if
Act is prosecuting either alone o jointly with

anly when called upon by the contraller. the applications filed in other counlries”

ary other person an application for a patent in

any country outside India in respect of lhe same  But precisely which foreign applications are to be Recapitulating  Section B(1000] supra, QL s

o substantially the same ionvention, o whese  submitted to the controller have not been defined  apparent that the phrase e o Llime does not
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connote an obligalion on the applicant w provide
updated information an the status of applications
thal have been filed earlier. Rather, il periains o
a simple undertaking by the applicant to keep the
contreler informed ol detatls of new applicalions
filed From time o time, subsequent oo the Tiling
ol the application in Dedie Patemt allice practice
may have already embraced this alinost abiuse

ohsCTvation,

The oheervations made by the competent courts
have less than threwn light on an otherwise
simple provision that has been largely ignored
in the past, Witk the relentless fervour of
opponents wielding this unseemly Bralmasta
idivine weapon) in opposition and revocation
battles dotting the Indian patent landscape, it will
nat be g surprise to see instances of legitimate
patent applications and patents being refused
ar revoked an grounds of non-compliange with
Section & albeit with dewbl aver the veracity of
the final arder. Section 8 is doubtless going 1o

A IGre COnnaversy.
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