
Canada     
Christina Settimi, Bereskin & Parr
LLP, Toronto, Canada

Although pharmaceutical counterfeiting
has not, historically, been a problem of
significant magnitude in Canada, with
counterfeit health products on the rise
globally, fraudulent drugs are increasingly
showing up in Canada’s supply chain, not
only through unregulated Internet sites,
but also through legitimate licensed
pharmacies. For example, in August of
2015, US government prosecutors
indicted online Canadian pharmacy
Canada Drugs Ltd. on an array of charges,
including the sale of counterfeit versions
of the cancer drug Avastin to doctors
across the United States.  

Until recently, Canada did not have an
effective regime for enforcement against
counterfeit pharmaceuticals and other
counterfeit goods.  However, Canada’s
anti-counterfeit regime recently received a
significant overhaul with the coming into
force of Bill C-8, the Combatting
Counterfeit Products Act (the CCPA). The
CCPA, which was part of a broader set of
significant amendments to Canadian
copyright and trade mark laws, introduced
a number of sweeping changes aimed at
providing trade mark and copyright
owners with new ammunition to challenge
counterfeit goods.

New Civil Causes of Action and
Criminal Sanctions

Among the changes introduced to the
Trade Marks Act by the CCPA is an
expanded definition of infringement, as
well as an express statutory prohibition
against the unauthorized importation and
exportation of goods bearing a trade mark
that is “identical to, or…cannot be
distinguished in its essential aspects from”
a registered trade mark. New criminal
sanctions relating to registered marks
were also added, making the sale,
distribution, possession, importation or
exportation of counterfeit goods a
criminal offence subject to substantial fines
and/or possible jail time.  

New Border Provisions

As a corollary to the express prohibitions
against importation and exportation of
counterfeit goods, Canadian customs
officers have been granted expanded
powers of search, seizure and detention.
An IP rights holder – that is, a registered
copyright or trade mark owner – may
obtain targeted assistance from the
Canada Border Services Agency (CBSA)
by filing a “Request for Assistance” which
sets out its trade mark rights (and/or
copyrights) and requests border officials
to detain commercial shipments suspected
of containing counterfeit goods. If

suspected counterfeit goods are
discovered, customs officers are permitted
to temporarily detain the goods for a
period of five days, in the case of
perishable items, and ten working days for
non-perishable items, and to exchange
information about the items detained with
the IP rights holder. To extend the
detention period, the rights holder will
need to bring a court action to enforce
Bill C-8’s prohibitions on counterfeit
goods bearing a registered trade mark
(and/or pirated works that infringe
copyright), and provide notice of the court
action to the Minister before the
detention period expires. 

Border officers also have the ability to
provide registered copyright and trade
mark owners with samples of the detained
goods for inspection, as well as other
identifying information about the goods to
assist the registered owner in deciding
whether to initiate legal proceedings
against the importer or source. 

Best Practices for Brand Owners

Since most of the new enforcement
mechanisms apply exclusively to registered
trade marks, brand owners, particularly
brand owners whose goods are subject to
counterfeiting, such as pharmaceuticals,
should carefully review their trade mark
portfolios to ensure that they have the
necessary trade mark registrations in
place to enable them to take advantage of
the new regime, both in terms of the
marks protected, as well as the scope of
the goods protected.  Brand owners
should also give consideration to
proactively filing RFA forms with the
CBSA, particularly given that there is no
cost to do so (although the cost of
storage of any goods seized or detained
will eventually be borne by the registered
owner). Finally, since a registered owner is
only provided a short window of time in
which to consider the detention and
whether to initiate legal proceedings, any
rights holder who files an RFA should have
established procedures in place for
reviewing detained goods quickly and
deciding what, if any, action to take.

Chile
Bernardita Torres Arrau, Porzio,
Ríos & Asociados

After five years of negotiations, Chile has
joined the Trans Pacific Partnership
Agreement (TPP).

The Intellectual Property Chapter of the
TPP includes new obligations for the
subscribing parties, which will have to be
harmonized with the local rules currently
in force.

For example, article 18.22 of the TPP
establishes that “No Party shall require as
a condition for determining that a trade

mark is well-known that the trade mark
has been registered in the Party or in
another jurisdiction, included on a list of
well-known trade marks, or given prior
recognition as a well-known trade mark”.

However, article 20 letter (g) of the
Chilean Industrial Property Law
establishes that “may not be registered as
marks (…) identical marks or marks that
graphically or phonetically so resemble
one another as to be confused with other
marks registered abroad for the same
products (…), insofar as the latter marks
enjoy fame and renown in the relevant
segment of the public that usually
consumes or seeks out those products
(…) in the country of origin of the
registration”.

Therefore, according to the TPP a well-
known mark would have to be recognized
and protected in Chile, even if it has not
been registered abroad. Nevertheless, up
to this date the Trade Mark Office has
only has rejected new applications on the
basis of foreign well-known marks, if
during the opposition proceedings it has
been proved that the foreign mark is
registered at least in its country of origin,
being at the same time famous and
notorious among consumers.

Once the TPP comes into force, the
Chilean Trade mark Office will have to
adapt the procedure of recognition of
well-known marks in order to comply
with article 18.22 of the Agreement.

India
Ms. Samta Mehra, Remfry & Sagar

Trade marks concerning medicinal and
pharmaceutical preparations usually
undergo strict examination, and their
similarity to prior marks is adjudged
keeping in mind the doctrine of dangerous
consequences. While disparity in goods is
usually considered a valuable defence to
objections on relative grounds, this
argument is rendered challenging
vis-à-vis pharmaceutical/medicinal goods
given the consequences involved and a
consumer driven perspective unwilling to
compromise on adverse effects. It also
means precedents differentiating between
medicinal and pharmaceutical preparations
are scarce. In this context, the Bombay
High Court’s June 2015 verdict in
Indchemie Health Specialities Pvt. Ltd v
Intas Pharmaceuticals Ltd. is a significant
one.

The plaintiff, Indchemie Health
Specialities Pvt. Ltd., manufactured
pharmaceutical preparations treating
iron deficiency and had been selling
their product under the mark Cheri
since 1987. On learning of the
defendant’s (Intas Pharmaceuticals
Ltd.) use of Multi Cherry (since 2012)
for multivitamin supplements, the 
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plaintiff brought forth an action of
infringement and passing off asserting its
prior rights and seeking grant of injunction
against the defendant’s use of the said
mark. 

The defendant countered by making
known the limitation imposed by the
Registrar on Cheri - its specification had
been restricted to ‘pharmaceutical
preparations’ while ‘medicinal
preparations’ had been struck off since
Cheri/Cherry could be construed as
descriptive of the latter on account of its
medicinal properties. The defendant also
argued that Cheri, a pharmaceutical
preparation, was dissimilar in nature to the
product Multi Cherry, a dietary
supplement. For its part, the plaintiff
asserted that though its registration had
been limited to ‘pharmaceutical
preparations’, the statutory definition of
infringement was wider and protected
against misuse re identical and similar
goods, provided there was likelihood of
confusion. 

The court held that as the plaintiffs had
specifically given up a claim over ‘medicinal
preparations’, the word ‘similar’ for the
purposes of determining infringement in
the case at hand would have to be
construed more narrowly than in the
usual course and rights over the mark
Cheri could not be extended to other
goods for which protection was never
meant to be in the first place. Further the
plaintiff ’s product was a pharmaceutical
preparation governed under the Indian
Drugs and Cosmetics Act, 1940, whereas
the defendant’s product was essentially a
proprietary food product governed under
Indian Food Safety and Standards Act,
2006. While the former was a ‘drug’,
therapeutic in nature, and meant to be
used ‘as directed by a physician’, the latter
was a food product to be consumed on a
dietician’s recommendation and one which
clearly disclaimed it could prevent or cure
any disease. Considering these factors, the
court held there was sufficient evidence to
say that the goods of the plaintiff and
defendant were dissimilar. In its opinion,
the facts also established that likelihood of
consumer confusion was unlikely. Thus, it
refused to injunct use of Multi Cherry.

The court’s nuanced reasoning is a
welcome comment on the blurred line
between pharmaceutical products and
dietary supplements. However, whether
the factors considered will be as apparent
to consumers rendering them impervious
to confusion, is a question only time will
settle.

Kosovo
PETOSEVIC

The Laws amending the Law on Trade
marks and the Law on Patents entered
into force in Kosovo on 8 September,
2015. The changes aim to bring Kosovo IP
legislation in line with the European Union
legislation. Below is the summary of the
most important changes.

The Law amending the Law on Trade
marks also does not introduce any
changes to the substantive part nor to the
trade mark registration procedure.
However, the amendments introduce
some changes and additions to the basic
law.

As the basic law did not include provisions
on reinstatement or restoration of rights,
up until recently the parties relied on the
provisions of the Law on Administrative
Procedure as lex generalis. However, this
law did not provide a subjective deadline
upon which a party could request the
reinstatement of rights; it only said that
the request for restitution could be filed
within a period of 10 days from the
removal or elimination of obstacles, but
no later than one year from the last day
the omitted deadline expired. The new
provision that has been added includes a
subjective deadline, meaning that the
holder can take action within a period of
three months from the date they found
out that a certain right had been lost and
within the objective deadline of one year.

Another change concerns the renewal of
trade marks. Up until now, if the holder
wanted to limit the list of goods/services
when renewing a certain trade mark, he
had to file a separate request and pay an
additional fee. The amendments make it
possible to limit the list by filing the
renewal request only.

The amendments also introduce changes
to provisions related to the available
remedies in case of trade mark
infringement. The Law on Contested
Procedure already covered most of the
issues introduced by the amendments.
However, an important change is that in
addition to requesting the removal,
confiscation and destruction of infringing
goods, the plaintiff can now request the
removal, confiscation and destruction of
the materials and tools used in the
production of these goods.

Latvia
PETOSEVIC

On 1 January 2016, the new Industrial
Property Institutions and Procedures Act
will enter into force in Latvia, bringing

some significant changes to the IP
procedures in this country.

The new law will introduce a unified set of
administrative procedure rules for all
types of IP rights, as opposed to a
separate set of rules, which is currently in
force.

Under the new law, the period of time for
trade mark applicant to reply to an
opposition has been reduced from three
to two months. The current mainly oral
hearings in opposition and appeal
proceedings will be replaced with the
obligatory written exchange of arguments,
with the possibility of oral hearings if one
of the parties requests them or if the
Board of Appeals decides they are
necessary. Also, if the dispute is settled
before the deadline to reply to an
opposition expires, the new law provides
for a 50 percent reimbursement of the
opposition fees.

The appeal proceedings will also undergo
some major changes as they will no longer
be dealt with within the administrative
procedure, but will be subject to the
separate de novo civil court proceedings.

The law will also introduce new
obligations and rights for the patent and
trade mark attorneys. These obligations
and rights have not been explicitly
regulated so far.

Libya
NJQ & ASSOCIATES

This is to inform you that the trade marks
Registrar confirmed that it would be
possible to lodge renewal applications in
respect of expired trade marks, regardless
to their expiry date, until 31 December
2015. After said date, all expired (lapsed)
trademarks will be treated as cancelled.

It is possible to issue registration
certificates for expired applications after
paying the normal renewal fee as well as
paying the registration fee simultaneously.

To submit renewal applications or
obtaining registration certificates,
applicants are required to provide
specimen of the mark, filing number, filing
date, applicant details, class, and list of
goods. No other documents are needed.

Russia 
PETOSEVIC

The amendments to the Law on
Protection of Competition were adopted
in Russia on 5 October 2015 and will
enter into force on 5 January 2016.

The most important change concerns
Chapter 2 called “Unfair Competition”,
which now includes eight articles
(141–148) instead of one, as various forms
of unfair competition are defined in more
detail.
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