
Canada     
Christina Settimi, Bereskin & Parr
LLP, Toronto, Canada

Although pharmaceutical counterfeiting
has not, historically, been a problem of
significant magnitude in Canada, with
counterfeit health products on the rise
globally, fraudulent drugs are increasingly
showing up in Canada’s supply chain, not
only through unregulated Internet sites,
but also through legitimate licensed
pharmacies. For example, in August of
2015, US government prosecutors
indicted online Canadian pharmacy
Canada Drugs Ltd. on an array of charges,
including the sale of counterfeit versions
of the cancer drug Avastin to doctors
across the United States.  

Until recently, Canada did not have an
effective regime for enforcement against
counterfeit pharmaceuticals and other
counterfeit goods.  However, Canada’s
anti-counterfeit regime recently received a
significant overhaul with the coming into
force of Bill C-8, the Combatting
Counterfeit Products Act (the CCPA). The
CCPA, which was part of a broader set of
significant amendments to Canadian
copyright and trade mark laws, introduced
a number of sweeping changes aimed at
providing trade mark and copyright
owners with new ammunition to challenge
counterfeit goods.

New Civil Causes of Action and
Criminal Sanctions

Among the changes introduced to the
Trade Marks Act by the CCPA is an
expanded definition of infringement, as
well as an express statutory prohibition
against the unauthorized importation and
exportation of goods bearing a trade mark
that is “identical to, or…cannot be
distinguished in its essential aspects from”
a registered trade mark. New criminal
sanctions relating to registered marks
were also added, making the sale,
distribution, possession, importation or
exportation of counterfeit goods a
criminal offence subject to substantial fines
and/or possible jail time.  

New Border Provisions

As a corollary to the express prohibitions
against importation and exportation of
counterfeit goods, Canadian customs
officers have been granted expanded
powers of search, seizure and detention.
An IP rights holder – that is, a registered
copyright or trade mark owner – may
obtain targeted assistance from the
Canada Border Services Agency (CBSA)
by filing a “Request for Assistance” which
sets out its trade mark rights (and/or
copyrights) and requests border officials
to detain commercial shipments suspected
of containing counterfeit goods. If

suspected counterfeit goods are
discovered, customs officers are permitted
to temporarily detain the goods for a
period of five days, in the case of
perishable items, and ten working days for
non-perishable items, and to exchange
information about the items detained with
the IP rights holder. To extend the
detention period, the rights holder will
need to bring a court action to enforce
Bill C-8’s prohibitions on counterfeit
goods bearing a registered trade mark
(and/or pirated works that infringe
copyright), and provide notice of the court
action to the Minister before the
detention period expires. 

Border officers also have the ability to
provide registered copyright and trade
mark owners with samples of the detained
goods for inspection, as well as other
identifying information about the goods to
assist the registered owner in deciding
whether to initiate legal proceedings
against the importer or source. 

Best Practices for Brand Owners

Since most of the new enforcement
mechanisms apply exclusively to registered
trade marks, brand owners, particularly
brand owners whose goods are subject to
counterfeiting, such as pharmaceuticals,
should carefully review their trade mark
portfolios to ensure that they have the
necessary trade mark registrations in
place to enable them to take advantage of
the new regime, both in terms of the
marks protected, as well as the scope of
the goods protected.  Brand owners
should also give consideration to
proactively filing RFA forms with the
CBSA, particularly given that there is no
cost to do so (although the cost of
storage of any goods seized or detained
will eventually be borne by the registered
owner). Finally, since a registered owner is
only provided a short window of time in
which to consider the detention and
whether to initiate legal proceedings, any
rights holder who files an RFA should have
established procedures in place for
reviewing detained goods quickly and
deciding what, if any, action to take.

Chile
Bernardita Torres Arrau, Porzio,
Ríos & Asociados

After five years of negotiations, Chile has
joined the Trans Pacific Partnership
Agreement (TPP).

The Intellectual Property Chapter of the
TPP includes new obligations for the
subscribing parties, which will have to be
harmonized with the local rules currently
in force.

For example, article 18.22 of the TPP
establishes that “No Party shall require as
a condition for determining that a trade

mark is well-known that the trade mark
has been registered in the Party or in
another jurisdiction, included on a list of
well-known trade marks, or given prior
recognition as a well-known trade mark”.

However, article 20 letter (g) of the
Chilean Industrial Property Law
establishes that “may not be registered as
marks (…) identical marks or marks that
graphically or phonetically so resemble
one another as to be confused with other
marks registered abroad for the same
products (…), insofar as the latter marks
enjoy fame and renown in the relevant
segment of the public that usually
consumes or seeks out those products
(…) in the country of origin of the
registration”.

Therefore, according to the TPP a well-
known mark would have to be recognized
and protected in Chile, even if it has not
been registered abroad. Nevertheless, up
to this date the Trade Mark Office has
only has rejected new applications on the
basis of foreign well-known marks, if
during the opposition proceedings it has
been proved that the foreign mark is
registered at least in its country of origin,
being at the same time famous and
notorious among consumers.

Once the TPP comes into force, the
Chilean Trade mark Office will have to
adapt the procedure of recognition of
well-known marks in order to comply
with article 18.22 of the Agreement.

India
Ms. Samta Mehra, Remfry & Sagar

Trade marks concerning medicinal and
pharmaceutical preparations usually
undergo strict examination, and their
similarity to prior marks is adjudged
keeping in mind the doctrine of dangerous
consequences. While disparity in goods is
usually considered a valuable defence to
objections on relative grounds, this
argument is rendered challenging
vis-à-vis pharmaceutical/medicinal goods
given the consequences involved and a
consumer driven perspective unwilling to
compromise on adverse effects. It also
means precedents differentiating between
medicinal and pharmaceutical preparations
are scarce. In this context, the Bombay
High Court’s June 2015 verdict in
Indchemie Health Specialities Pvt. Ltd v
Intas Pharmaceuticals Ltd. is a significant
one.

The plaintiff, Indchemie Health
Specialities Pvt. Ltd., manufactured
pharmaceutical preparations treating
iron deficiency and had been selling
their product under the mark Cheri
since 1987. On learning of the
defendant’s (Intas Pharmaceuticals
Ltd.) use of Multi Cherry (since 2012)
for multivitamin supplements, the 
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On 14 January 2017, the Trademark Trial
and Appeal Board (TTAB) of the United
States Patent and Trademark Office
(USPTO) will implement its most
significant changes to its Rules of Practice
in almost 10 years.  The TTAB reasoned it
was due for a set of rule changes in order
to adapt to the changing technological
times, the updated Federal Rules of Civil
Procedure, and the recent precedential
decisions of the TTAB and the courts.
These changes affect the method of filing
documents with the TTAB and the
associated filing costs, service of
complaints, and discovery.  A few of the
notable changes are discussed below. 

The amended rules change several aspects
of the discovery process in the TTAB.  The
requests for the production of documents
and requests for admission will be limited
to 75 each, although parties can move to
request more for good cause.  Most
companies will probably view this new
limitation as a positive development.  Also,
discovery must now be served early
enough in the discovery period to ensure

that all responses and discovery will be
completed by the close of discovery.  In
the past, some requests could be served
on the last day of discovery.  

All filings with the TTAB must be made
electronically. The only exception to this
new rule is for Examining Attorney filings
in ex parte appeals. In addition to the
paperless filing changes, the filing fees are
also changing. The per-class fee for an
initial trade mark application using the
regular Trademark Electronic Application
System (TEAS) is increasing to USD $400
(up from USD $325). On the other hand,
the per-class fee for a request for an
extension of time to file an electronic
statement of use is decreasing to USD
$125 (down from USD $150). Note that
the Amended Rules also changed many
other fees, including the fee for filing a
petition to cancel (USD $400 up from
USD $300) and the fee for filing a notice
of opposition (USD $400 up from USD
$300). For a list of all fee changes under
the Amended Rules, visit
https://www.uspto.gov/trademark/fees-

payment-information/trademark-fee-
changes.  

In 2007, the USPTO's amendments to the
rules changed the service requirement by
requiring the plaintiff, rather than the
TTAB, to serve the complaint on the
defendant. In a surprising change, the new
rules reflect a reversal in course by
shifting the service responsibility back on
to the TTAB, which will serve everything
electronically.  

The changed Rules of Practice should be
reviewed if you have a case before the
TTAB.  There are several other significant
changes to the Rules, and the changes
apply to all future and pending
proceedings before the TTAB as of 14
January 2017.  For more information
about all the changes, please review:
Miscellaneous Changes to Trademark Trial
and Appeal Board Rules of Practice, 81
Fed. Reg. 69950 (7 October 2016) (Final
Rules Notice), available at
https://www.gpo.gov/fdsys/pkg/FR-2016-
05-27/pdf/2016-12571.pdf.

As households the world over prepare
for the end of year celebrations, the
eternal question "what bird shall we
have this year?" comes round again.
Turkey, goose, duck, pheasant and all of
our feathered friends quake at this time
of year in Christian cultures.  Across the
pond, every year Thanksgiving launches
the beginning of the end for the turkey
and in 2015 it is estimated that 46
million turkeys with an average weight

of16 pounds each were eaten over the most important US
national  holiday weekend.  Thanks to a recent school quiz, I
learnt that President George Washington issued the first national
Thanksgiving Day Proclamation in the year 1789 (while the
French Queen was summoning the people to "eat brioche") and
again in 1795.  Abraham Lincoln set aside the third Thursday in
November as the official Thanksgiving day in 1863 but it was
restored to its original position of the final Thursday in
November by President Franklin D. Roosevelt in 1939 to make
the Christmas shopping season longer and thus stimulate the
economy.

It would be foolhardy to disassociate the end of year festivities
from their economic impact, as recent global initiatives such as
Black Friday have shown.  Undeniably, poultry farmers desperately
need the last three shopping weeks before Christmas to reach
their projected targets.  It is therefore most unfortunate that the
current outbreak of avian influenza is spreading so rapidly.
According to the British government website, poultry keepers

across the country must now keep farmed birds away from wild
birds, including housing them indoors.  The World Health
Organisation website is even more alarming as it indicates that
the National Health and Family Planning Commission (NHFPC) of
China has notified the WHO of two laboratory confirmed cases
of human infection with the A(H5N6) influenza virus.

At this point, one does wonder whether going vegetarian or even
vegan for Christmas might not be an option... A delicious dish of
roast vegetables and nut based stuffing could surely suffice.
However, it is interesting to note that turkey is listed among the
top 10 foods for your eyes because it is rich in zinc, which, along
with the B-vitamin niacin contained therein, helps to protect
against cataracts.  The answer seems to be therefore, know your
bird!  Local farmers' markets have been increasing their presence
year on year and recently many of my neighbours have indulged
in the latest fashion of sharing allotments and keeping their own
chickens.  Short food supply chains are leading the way to
enhancing public health and are bringing into question many
accepted principles from the recent past.  As an example, PTMG
delegates were lucky enough to taste the delicious, antibiotic-free
Norwegian salmon during our Autumn conference in Oslo.  

Whatever your choice of meal, whichever day you choose to
celebrate, on behalf of the PTMG committee I take this
opportunity to wish you all a happy and healthy festive season
and look forward to seeing many of you at our conferences in
2017.

Vanessa
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Editorial: Who'd be a bird ?
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EUROPEAN UNION

Chris McLeod and Viktoria Vakratsa,
Elkington + Fife

The General Court has ruled in favour of
Boehringer Ingelheim Pharma GmbH &
Co. KG (Boehringer) following an appeal
by Laboratoire de la mer (Laboratoire). 

Boehringer owns an EU trade mark
registration of RESPIMAT covering
pharmaceutical preparations and
instruments and apparatus for inhaling
pharmaceutical preparations in classes 5
and 10. Boehringer opposed Laboratoire’s
EU trade mark application for the mark
RESPIMER covering pharmaceutical
preparations and medical apparatus and
instruments for treatment of symptoms in
the respiratory system in classes 5 and 10,
and other goods in class 3. 

Decision

The General Court has upheld the
decision of the Fifth Board of Appeal (the
Board) of January 2016 and rejected the
EU application on the grounds of
likelihood of confusion under article
8(1)(b) of EU Trade Mark Regulation No.
207/2009. 

Laboratoire argued that the Board’s
decision was lacking legal basis, because it
failed to explain why it did not rely on a
prior French trade mark office decision,
rejecting an analogous opposition by
Boehringer to the RESPIMER mark. The
General Court confirmed the decision of
the Board in that national decisions are
taken into consideration without being
given decisive weight, and that the EUIPO
is not bound by national court
jurisprudence.

In response to Laboratoire’s second plea,
the Court could not find sufficient
supporting evidence to overturn the
Board’s decision and thus upheld that
general references to documents cannot
compensate for failure to set out the
essential supporting evidence. The Court
rejected Laboratoire’s claim of alleged
similarities between the goods in question. 

Another point raised by Laboratoire was
that the Board had failed to take into
account the conceptual differences
between the two marks. In essence, the
Court held that despite the common
component ‘RESPI’, the suffixes ‘MER’ and
‘MAT’ were considerably different, as the
former refers to the French term for sea
while the latter may be considered to
mean ‘material’ or ‘automat’. This
difference, according to Laboratoire, was
sufficient to demonstrate a lack of
likelihood of confusion. However, the
Court upheld the refusal of the mark due
to the visual and aural similarities and
confirmed that marks should be assessed
in their entirety. 

Laboratoire concluded its pleas by arguing
that the Board’s assessment of the

comparison of marks was misconstrued,
as the earlier mark was used in relation to
a combination of products. In fact, the
genuine use assessment of the earlier
trade mark showed that the mark had
been used in relation to a combined
product, consisting of an inhaler under the
trade mark Respimat, in conjunction with
the pharmaceutical preparation Spiriva
Respimat. However, the Court confirmed
again the Board’s position that the
comparison must be made between marks
as registered and applied for, whether or
not they are used in combination with
other marks or indications. 

Comment

Laboratoire’s arguments did not persuade
the General Court to overturn the
Board’s decision. Arguably, the relevant
public, with a higher level of attention due
to the nature of the goods, might be
confused due to the overall similarities
between the marks. It is also worth
highlighting the different approach of the
EUIPO from that of the French trade
mark office, as it confirms a lack of
harmonisation between the EUIPO and
national trade mark offices. 

INDIA

Samta Mehra, Remfry & Sagar

Deceptively similar trade marks have by
and large met restraint, more so when
these pertain to the pharmaceutical
domain.  A recent case of GlaxoSmithKline
Pharmaceuticals Ltd. & Anr. v Sarath
Kumar Reddy reiterates the principal of
‘exacting judicial scrutiny’ in case of
pharmaceutical products. At the same
time, interestingly, this case witnessed the
Court’s refusal of grant of punitive
damages to the Plaintiff, marking this as a
significant development.

The Plaintiffs - GlaxoSmithKline
Pharmaceuticals Limited and Smithkline
Beecham Limited (GSK group), engage in
the business of manufacturing and
marketing a wide range of pharmaceutical/
medicinal preparations and healthcare
products, and are proprietors of several
registrations for GSK and other related
marks in various classes such as 1, 3, 5, 9,
10, 16, 21, 29, 30, 32, 35, 41 and 42. The
said registrations are valid and still in
force. In 2009, the Plaintiffs learnt of a
company named GSK Life Sciences Private
Limited through the records of the
Registrar of Companies. On enquiries, it
was found that the Defendant - Sarath
Kumar Reddy, is a Director of the said
company and that the company’s
registered office was a fake address and
that no balance sheet or annual returns
had been filed by the said company.
Thereafter, the plaintiffs filed a complaint
under the Companies Act to declare the
company as defunct. The said complaint is
stated to be pending. 

On learning about the use of GSK as part

of the trading style by the Defendant and
also as a trade mark similar to the one
used by the Plaintiffs, a Cease & Desist
notice was addressed to the Defendant
which was responded to by stating that
GSK in the company GSK Life Sciences
Private Limited was an anagram taken
after the Director’s initials – Dr. Gadikota
Sarath Kumar Reddy. This led to a case
being filed in this court by the GSK group
against this entity. In 2013, this court
passed an ex parte ad-interim injunction
restraining the defendant from using GSK
or any other mark similar to Plaintiff ’s
name/mark/GSK logo. The instant case
adjudicates on the suit for permanent
injunction moved by the Plaintiff,
restraining infringement of trade mark,
passing off, damages etc. 

Perusing all material offered by the
Plaintiffs, the Court agreed on their
proprietorship over the GSK and related
marks.  The defendant’s products were
also offered to the Court for assessment
of similarity re adoption and inscribing of
the GSK logo. Holding the infringing
products to be deceptively similar, the
Court ruled in favor of the plaintiffs
restraining the defendants from using GSK
as part of their trading style and/or the
similar logo by itself or in conjunction
therewith. 

The Plaintiffs had also prayed for grant of
punitive damages. However, the court
observed that besides the copies of
packaging of infringing products, there was
no other material which would indicate
the extent of sales by the defendant.
Further, the loss to Plaintiff, if any, on
account of sales by the Defendant also
could not be quantified. Thus, the Court
rejected their prayer for grant of punitive
damages. This is an interesting
development and marks a shift from the
recent trend.

KAZAKHSTAN

PETOSEVIC

Kazakhstan’s Ministry of Justice has
drafted a new law amending and
supplementing a number of intellectual
property laws and regulations, with an aim
to make Kazakhstan’s IP legislation fully in
line with the Organization for Economic
Cooperation and Development’s (OECD)
standards in the area of IP protection and
with the Singapore Treaty on the Law of
Trade marks.

The Ministry of Justice has recently held
public hearings on the draft law, which
aims to introduce the following changes:

• A single-level system for the 
registration of IP rights, i.e. 
allregistrations to be handled by the 
National Institute of Intellectual 
Property (NIIP), as opposed to the 
current two-level system where both 
the NIIP and the department for IP-
related rights within the Ministry of 
Justice are involved;
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had been filed by the said company.
Thereafter, the plaintiffs filed a complaint
under the Companies Act to declare the
company as defunct. The said complaint is
stated to be pending. 

On learning about the use of GSK as part

of the trading style by the Defendant and
also as a trade mark similar to the one
used by the Plaintiffs, a Cease & Desist
notice was addressed to the Defendant
which was responded to by stating that
GSK in the company GSK Life Sciences
Private Limited was an anagram taken
after the Director’s initials – Dr. Gadikota
Sarath Kumar Reddy. This led to a case
being filed in this court by the GSK group
against this entity. In 2013, this court
passed an ex parte ad-interim injunction
restraining the defendant from using GSK
or any other mark similar to Plaintiff ’s
name/mark/GSK logo. The instant case
adjudicates on the suit for permanent
injunction moved by the Plaintiff,
restraining infringement of trade mark,
passing off, damages etc. 

Perusing all material offered by the
Plaintiffs, the Court agreed on their
proprietorship over the GSK and related
marks.  The defendant’s products were
also offered to the Court for assessment
of similarity re adoption and inscribing of
the GSK logo. Holding the infringing
products to be deceptively similar, the
Court ruled in favor of the plaintiffs
restraining the defendants from using GSK
as part of their trading style and/or the
similar logo by itself or in conjunction
therewith. 

The Plaintiffs had also prayed for grant of
punitive damages. However, the court
observed that besides the copies of
packaging of infringing products, there was
no other material which would indicate
the extent of sales by the defendant.
Further, the loss to Plaintiff, if any, on
account of sales by the Defendant also
could not be quantified. Thus, the Court
rejected their prayer for grant of punitive
damages. This is an interesting
development and marks a shift from the
recent trend.

KAZAKHSTAN

PETOSEVIC

Kazakhstan’s Ministry of Justice has
drafted a new law amending and
supplementing a number of intellectual
property laws and regulations, with an aim
to make Kazakhstan’s IP legislation fully in
line with the Organization for Economic
Cooperation and Development’s (OECD)
standards in the area of IP protection and
with the Singapore Treaty on the Law of
Trade marks.

The Ministry of Justice has recently held
public hearings on the draft law, which
aims to introduce the following changes:

• A single-level system for the 
registration of IP rights, i.e. 
allregistrations to be handled by the 
National Institute of Intellectual 
Property (NIIP), as opposed to the 
current two-level system where both 
the NIIP and the department for IP-
related rights within the Ministry of 
Justice are involved;
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